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Status 

I )[*] Responsive to communication(s) filed on 3/7/05 and 12/2/04 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-41 is/are pending in the application. 

4a) Of the above claim(s) 2-17.24-28 and 41 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s)l is/are rejected. 

7) S Claim(s) 18-23 and 29-40 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Note : Claims 1-41 are pending. 

APPLICANT'S INVENTION 

2. Applicant's invention is directed to xanthene dyes and uses thereof. 
COMMENTS/NOTES 

3. The search was not extended beyond the xanthene dye and uses thereof 
wherein the R3 = Z2R16; Z2 = oxygen; R16 = H; X = oxygen; R1 , R2, R6, R7, R8, R9, 
R1 0, R1 1 , and R1 2 = H; Y = C(O); and R1 3 = alkyl bound to a carrier molecule which is 
a bile acid. Thus, all other claims were withdrawn from consideration. 

WITHDRAWN CLAIMS 

4. Claims 2-1 7, 24-28, and 41 are withdrawn from further consideration by the 
examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention/species. 

102 REJECTIONS 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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6. Claim 1 is rejected under 35 U.S.C. 102(b) as being anticipate by Glombik et al 
(US Patent No. 5,610,151). 

Glombik et ai disclose bile acid derivatives that may be used as medicaments 
(see entire document, especially, abstract). The bile acid derivatives have the formula 
Z-X-GS wherein GS is a bile acid radical, X is a covalent bond or a bridge group of the 
formula (CH2)n and Z may contain a xanthene dye (column 1 , lines 45-53; column 4, 
line 1). In Example 6, column 7, a bile acid residue is disclosed. In column 28, 
Example 55, a xanthene dye is disclosed wherein R3 = Z2R16; Z2 = oxygen; R16 = H; 
X = oxygen; R1, R2, R6, R7, R8, R9, R10, R11, and R12 = H; and Y = C(O). The 
xanthene dye has attached thereto a NH-(CH2)6-R1 substituent wherein the 
substitutents contains an alkyl bound to a carrier molecule which is a bile acid (this is 
represented by Applicant's variable R13). Also, it should be noted that the R1 variable 
in Example 55 (column 28) is the R1 group (bile acid residue) that is disclosed in 
column 7, line 64. Thus, both Applicant and Glombik et al disclose a xanthene dye 
encompassed by independent claim 1 which is bound to a bile acid carrier. 

CLAIM OBJECTIONS 

7. Claims 18-23 and 29-40 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

Note : It should be noted that the claims were only examined to the extent for a 
xanthene dye wherein R3 = Z2R16; Z2 = oxygen; R1 6 = H; X = oxygen; R1 , R2, R6, 
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R7, R8, R9, R10, R11, and R12 = H; Y = C(O); and R13 = alkyl bound to a carrier 
molecule which is a bile acid. 

COMMENTS/NOTES 

8. It should be noted that the claims were only examined to the extent for the 
xanthene dye wherein R3 = Z2R16; Z2 = oxygen; R16 = H; X = oxygen; R1 , R2, R6, 
R7, R8, R9, R10, R11, and R12 = H; Y = C(O); and R13 = alkyl bound to a carrier 
molecule which is a bile acid. The search was not further expanded because prior art 
was found which could be used to reject Applicant's claims. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to D. L. Jones whose telephone number is (571) 272-0617. 
The examiner can normally be reached on Mon.-Fri., 6:45 a.m. - 3:15 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Hartley can be reached on (571) 272-0616. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
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USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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